TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte RI CHARD L. BARKER

Appeal No. 98-1234
Appl i cati on No. 08/516, 214*

ON BRI EF

Bef ore CALVERT, CCHEN, and WMElI STER, Adm ni strati ve Patent
Judges.

IVElI STER, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
Richard L. Barker (the appellant) appeals fromthe fina
rejection of clainms 1-10, 21-25, 27 and 28. Cains 26 and 29,

the only other clains present in the application, have been

! Application for patent filed August 17, 1995.
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i ndi cated as being all owabl e subject to the requirenent that
they be rewitten to include all the subject matter of the
clainms fromwhich they depend.

W& REVERSE.

The appellant's invention pertains to a paint brush.
| ndependent claiml is further illustrative of the appeal ed
subject matter and a copy thereof nay be found in the appendi x
to the brief.

The references relied on by the exam ner are:

Mar i ck 2,426, 315 Aug. 26,
1947
El a 2,914, 785 Dec. 1,
1959
Kapl an 3,831, 218 Aug. 27,
1974

Clainms 1-7 stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Kaplan in view of Marick. According to the
exam ner it would have been obvious to provide an outer
coating of relatively soft elastonmeric material on the brush
of Kaplan in view of the teachings of Marick.

Clainms 8-10, 21-25, 27 and 28 stand rejected under 35
U S.C 8§ 103 as being unpatentabl e over Kaplan in view of
Marick and Ela. The examiner is further of the opinion that
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it woul d have been obvious to provide the brush of Kaplan, as
nodi fied by Marick, with an opening in the head portion in
vi ew of the teachings of Ela.

The argunents of the appellant and exam ner in support of
their respective positions are found on pages 5-15 of the

brief and pages 6-9 of the answer.

OPI NI ON

Havi ng careful ly considered the respective positions
advanced by the appellant in the brief and the exam ner in the
answer, it is our conclusion that the above-noted rejections
are not sustainable. 1In rejecting clainms under 35 U . S.C. 103
the exam ner bears the initial burden of presenting a prim
faci e case of obviousness. In re R jckaert, 9 F.3d 1531,
1532, 28 USPQ2d 1955, 1956 (Fed. Cir. 1993); In re Cetiker,
977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr. 1992).
Only if that burden is net does the burden of com ng forward
wi th evidence or argunent shift to the applicant. 1Id. If the

examner fails to establish a prima facie case, the rejection
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is inproper and will be overturned. 1In re Fine, 837 F. 2d

1071, 1074, 5 USPQd 1596, 1598 (Fed. Cir. 1988).

Here, even if the references were conbined in the manner
proposed by the exam ner, the clainmed invention would not
result. Mre specifically, independent clains 1 and 27 each
expressly requires (1) "an outer coating of relatively soft
el astoneric material conpletely surrounding the core”
(enmphasis ours) and (2) "fasteners extending through the
ferrule and outer coating into the core of the handle"
(enphasis ours). There is sinply nothing in the conbi ned
teachings of the relied on prior art which would fairly
suggest either of these limtations.

Wth apparent reference to limtation (1), the answer on
page 4 states that "[s]ince the wooden core of the brush of
Marick can be di pped into the rubber (Columm 3; Line 15),

Kapl an' s devi ce, once nodified, would have the el astoneric
material conpletely surrounding the core.” W do not agree
that Marick either teaches or fairly suggests that the

el astoneric material conpletely surround the core of the

handl e as the exam ner appears to believe. Marick in colum
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2, lines 1-15, makes it clear that a brush (i.e., a conpleted

article) having a wooden handle, netal ferrule and bristle
portion "of usual construction, [which] may be purchased on
the market"” is the article to which the elastoneric materi al
is applied. Marick then goes on to state that:

The wooden handl e 10 nay be coated with a rubber
conposition such as given in the above exanple.
However, for coating the handle portion of the brush
it is deened preferable to enploy the conductive
properties of acetylene black used as a varni sh,
| acquer or other synthetic resin coating. . .

Thi s coati ng may be applied to the brush handle by
pai nting, spraying, or dipping and in the case of
the brush shown in Fig. 1, it is inportant that the
coati ng upon both the bristles and the handl e be so
applied that the coating shall reach or over-lap the
netal ferrule of the brush so as to forma

conti nuous conducting path fromthe bristles to the
brush handle. [Colum 2, Iine 55 through colum 3,
line 21; enphasis ours.]

From t he above, when considering the teachings of Marick as a
whole, it is apparent that Marick teaches applying the

el astonmeric outer coating to the handl e of a conpleted brush
(which may be purchased on the market). When the handl e of
such a conpleted brush is "di pped” in the manner descri bed by
Mari ck, neither of the above-noted |imtations (1) or (2)

woul d be satisfied. 1In other words, (a) only the portion of



Appeal No. 98-1234
Application No. 08/516, 214

the core of the handl e extending above the ferrule (see Fig.
1) would be "surrounded” by the outer coating (as

di sti ngui shed from"conpletely surroundi ng the core" as
clained and (b) the fastener

woul d not, as clainmed, extend "through the ferrule and outer
coating . . . ." In this latter regard, it should be noted
that even if the entire brush of Marick was "di pped" in the
el astoneric material, the outer coating of elastoneric

mat eri al woul d cover the ends of the fasteners depicted in
Fig. 1 (as distinguished fromthe clained arrangenent of the
fasteners extendi ng through the outer coating).

We have carefully reviewed the teachings of Kaplan and
El a but find nothing therein which either teaches or suggests
the above-noted limtations (1) and (2).

Since (a) none of the relied on prior art either teaches
or suggests limtations (1) and (2) and (b) the exam ner has
provi ded no convincing line of reasoning as to why such
limtations woul d have been obvious (see Ex parte O app, 227
USPQ 972, 973 (Bd. Pat. App. & Int. 1985)), we will not
sustain the rejections of clains 1-10, 21-25, 27 and 28 under

35 U.S. C
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§ 103.

The decision of the exam ner is reversed.

REVERSED

JAMES M MEI STER
Adm ni strative Patent Judge
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